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The present application relates;tb%W,maize plant and seeS 38 A24.^ Claims 1-32* are f< 1 ; < 
currently pending in Represent application:. Applicant respectfully requests considmtioVof the , '' Z 
^following remarks^ --*^ - - T - ■ . * ^ * " *. 



-Petaitoi Action ^ ^- r , *. . : ^ 

A. Request for Continued Examination' . - ' ' - % "f 

The Examiner acknowledges Apphcant's Request for Continued Examination under 37 
C.F JL § 1.1 14 based upon parent Application No. 09/489,223 as acceptable. * - 

_ Applicants acloaowliedge that the rejection of claims 1 1, 15, 19, 24, 28 and 32 under .35 

- U.S.C. § 102(b) as anticipated by or, in the alternative, under 35 U.S.C. § 103(a) 'as obvious is 
replaced with the rejection lander §§ 102(e) and 103(a). „ ■ * 1 " * 

* B. Specification \ " ' . _ - 

Applicant acknowleilges the objection to the specification for the inclusion of blank lines 
-where ATCC accession numbers should be. Applicant herein is subletting amendments, to 
claims 1, 5, and 7 and to jthe Specification on pages 7 and : 46 to include the proper ATCC 
Accession Numbers, Applicant submits that at least 2,500 seeds of Variety- 3 8A24 have been 
-r deposited with the ATCC 6n-May 3, 2002 (proprietary ^ inbred maize lines GE533340, May 13, ' 
- 2002; and GE501 400, March 16, 2001). In view of these deposits, the rejections under 35 U.S.C. 
' § 112, first paragraph shoiild be removed (MPEP.§ 2411.02). Such action is* respectfully 
requested. (A copy of the deposit receipt is attached). - - " 

C Claim Objections * ; " - 

The Exaininer objects to claims 6 9 12, 16, 24, and 29 for the use of "A".' Applicant has 
-.now ^ amended claims 6, 42^ f 16, 24, and 29 to kiclude -The-- as 'suggested by ' the : Examinerf 

thereby alleviating this objection. ^ - - " . ' • -■*"*; 

^D.- Claims " - v : -- ~ -* . * - - 

Applicant acknowledges* the additioifof new claims 33 through mF^s. new claims^do' 
n °t add new matter as there is literal support for the clairhsln^ originally filed specification 
(pages 33-45, specification)] '•" . 

' t .:..•>[ ■ 
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Sfe'-^' -if ^i^ ^Tlder 35^S.C. S 112. SecnWvpftr^ L^ 4 V* ' ' *i , ^ C 

F ; jf; ' • 1 • ; v : 4 i 5 * J8H ■■■ :.-.v ' lot. ■ 

: t ^ '4 ' / Claims 1.-32 stand rejected under^tJ.S.C. §.1 12, second paiagraph, as being indefinite^ -, " - 

- ^ for failing, to particularly ipoint out , ana* distinctly claim the subject-matter which Applicant '< "■- ■ 



, regards as the invention. 

' - - . . V . . ' 3 e ^arniner rejects claims" 1, 5, 7, 11, 15, .19, 24, 28 and 32;'ai4'claims.dependent I 

_ thereon, as indefinite since! the' name ~"3$A24" is.not known in the art and the use ,of this name ' * 
;does not carry art-recogniied limitations as to the specific or essential characteristics that are" 
associated with that denomirmtion". The Examiner further states ' that the name'"38A24 M does * 
. - not clearly identify the claimed hybrid maize "seed and does not set forth the metes and bounds of 
the claimed invention. The Examiner also states that amendment to claims 1, 5, and 7 to recite 
the ATCC deposit number in which hybrid' maize seed 38A24 has been deposited would 
- * ■ . • overcome the rejection. '\ .* 

Applicant respectfully submits that a deposit has been made thereby- alleviating :this 
rejection. As stated supia, Applicant is herein submitting amendments to claims 1,-5, and 7 and 
to.the specificatipn on pages 7 and 46 to include the proper ATCC accession numbers. Applicant 
_ - submits that at least 2,500 seeds of Variety 38A24 have been deposited with the ATCC on May 
3,. 2002. In addition, Applicant submits the use of the designation "38 A24" is not indefinite. ^ 
One ordinarily skilled in the art would clearly understand that this designation is drawn to a new 
^ . and distinct hybrid maize I seed with the designation of 38A24 and the morphological and 
physiological traits that arb disclosed in the specification. (Sec Tables 1-5,. pages 16-32). 
Applicant asserts that the use of such a designation- is -a common practice within the art and 
would be well understood 1?y one skilled in the art to be designating two distinct and different 
hybrid maize seeds. Nonetheless, in view of these deposits, the rejections under 35 U'S.C. § 1 12, " . 
; - -second paragraph should be ^iremoved(MPEP.§ 2411=02). Such action is respectfully requested. ■■ ' 
- _ - -* _ \ - Claim,6 stands rejected;as there is improper antecedent basis for the phrase "protoplasts" v 

*in line i; Applicant 'has n6w "amended, claim 6*to,read '-the cells or'protoplasts7pf said T cells \ 
" having been isolated from ia^tissue--^ as suggested^ by?the Examiner mefeby^'aUeviaung^this - - ^ 

rejection.^ /• I - < ."1^ ^ - . ^ *' : "%-.?r ■ . ^" 

tn 'iight of the aboVe remarks; Applicant submits that "claims 1-32 clearly define "and 
distinctly claim the subject! matter Applicant regards as the invention. Applicant respectfully 

v ■ : ' J - : ■ i ' ; : . ii " ■ ■ : 
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*i'&£f*$t . re ^ uest ? 4%<icrati^n and ^ithd^yft^f th^^tions ^il^l ;u.^5. § 112, ^seerinL' ff ^ 



> £- ~\ Refections Under 35TLfLr. § jl^yir;t?flr^ P hV ^ ■ * \ y I-"* '."" 1 ' - ^ 

' ' '* , Claims.- 8-19 and ^21-32 were' rejected under 35 TLT.S.C § 11 2,,. first "paragraph, as ^ • ' - - 
„ ~~ containing Subject matter which was not "described m- the spe^ -* J 

, - - * k - reasonably convey to one ikilled in the art that the invehtor(s), at the time the 'application was * ' - 
tlleoVnad possession of the iclaimed invention. ~ ' " .'*./**•.* 

. 'The Examiner asserts the claims are broadly drawn towards any maize plant or its parts, 

"wherein at least one ancestor is 38A24 and expresses a combination of at least two 38A24 traits; * 
; _ *■ or a hybrid maize plant grown from seed of 38A24, or which has all the morphological and 
; physiological traits as the! plant grown from .3 8 A24 "seed, arid which contains one or more 
. -■ . * transgenes; or a method for developing a maize plant* in a maize plant breeding program lr 
comprising said hybrid maize plant comprising one or more trahsgehes; or any maize plant : : 
. ~ wherein at least one ancestor is the hybrid maize .plant comprising one or more transgenes and - 

c which expresses at least tAVo 38A24* traits, or a hybrid maize plant grown from 38A24 seed 
wherein the genetic material contains:one or more transgenes transferred by backcrossing; of ^ a - 
method for developing a maize plant in a maize plant breeding program comprising said hybrid ' - - T 
- maize plant ^comprising onei or more genes transferred by. r^kcrossmg; or any rriaize* plant where ' * 

at least one ancestor is the hybrid maize plant comprising one or more genes transferred by 
backcrossing wWch expresses at least two 3 8 A24.^ . - " 

. - the specificaiion does not describe 3 8 A24 as being'male sterile. The specification discusses how - 

. . - plants may be manipulated to be male sterile, however the morphological' and physiological V 
description of plant"38A24 described in the specification does r notm^^ •• 
- " ~ Apphcant respectfully traverses "tins 1 rejectionr Applicant .respectfully "submits that a " - ?* ~ - 

'* * deposit, as discussed supxaL has* been made; Applicant is herein submitting amendments to - * - . 
■. . '■' * claims-'l, 5 "and 7 "and to'lthe specification^ on~ pages 7"and 46 to; incluo!c-me r^ropir ATCC ~ -X 
-, acc^sion./irumBersr Appliioant subxm^' tr/at at least 2,500 se^ ' of ' Varied "3J8A2^have^^n ' : ' ■ 
deposited with the ATCC on May 3, 2002. Further, Applicant asserts the written description 
requirement set fortli in 35 U.S.C. § 1 12 is met, particularly in light of the fact that, as stated 

% ..... V . ' ^ " 
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; ^. B i yh^m In ^. v. C^n-Prob^, In s., 63 U,S.P:Q.2d,(BNA) 1609, iVfe (Fed, fcfr. 2oda)("]fa'iigfit.of "'-v 
- %e-history of biological oeposits.fdr patent pyroses, r the goals of'ihe. patent-law," and- the 
\ _ practical-difficufties:of de&ribmg unique biological materials' in a.written description, we hold * 
; - "th^t reference ufthe specification to a'deposit inji public depository, which makes "its xontents 
* - accessible to the public when it is not otherwise available, in written form; constitutes an adequate 
-description of the deposited material sufficient to -comply with the written -description " 
.requirement of § 112,' l."j; see also MPEP § 2163.02 (8th ed. Aug, 2001) ("Under Vas-Cath. 
Inc. v. Mahmtor, 935 F.2dll555 s 1563-64, 19 U,S.P.Q.2d 1111; 1117 (Fed Ctr, 1991), to satisfy 
the written description requirement,, an applicant must, convey with reasonable clarity to those 
skilled in the art that, as of the filing date sought, he or she was in possession of the invention, 
and that the invention, in that context, is whatever is now claimed.") In view of these deposits^ 
. ^rejections under 35 U.S.C. § 1 12, first paragraph should be removed (MPEP § 241 1 .02); 
. Such action is respectfully requested. ' • -, ' r . 

Applicant .further asserts that large scale commercial hybrid maize production requires the ' 
use.of some form of male sterility system which controls or inactivates the male fertility (page %' 
specification),. Applicant;! respectfully "submits that the specification .supplies an extensive 
description and definition of "male sterility" m toe hybrid ,38 A24 fr^ The 
present invention teaches how a "reliable method of controlling male fertility in plants offers the 
; - opportunity for improved, pjlant breedmg" (page 2, specification); It is essential to understand ' 
. that a hybrid maize, seed' that is produced using c^oplasrnic male sterile (CMS) ihbreds are . 

-"[pflants.... are male sterile i as a result of factors .resulting from the cytoplasmic,^ opposed to'. . 
-~ , . the huciear, genome. -Titus, this characteristic is inherited exclusively^ tne female parent -in 
- . m .maize plants, since only the female provides'cytoplasm to the- fertilized seed. CMS plants'are 
» - then fertilized wim pollen from ano^er ^ 




prosecution," Applicant has (now amended claims 8. and 21 by adding the recitation "further 
comprises a genetic factor conferring male sterility'', and added new claims 41-42, as suggested 

; • V: ■ ' ' : ! . I- 13 ' ' I ■ ■ : ' } k ^: 
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manipulation of cytoplasmic,, or othef factors, be produced 4n rnke^sterile ^form.- - Such : 
-embodiments are also contemplated wthinthVscoj« of the presented *' < f> 

The Examiner further -states- the SDecification!does 



The ^amiher further -states- the s^ciflcationldoes not describe the-plants developedsby 
^ - ./ ; . mejnaize breeding , j*o^aijns, transgenic 38A24 plants, 38A24 plants further comprising genes V 
* . . . " -transferred by backcrossing,- or maize plants wHerein'at least one ancestor is corn .variety 3^ A24 " * 

• and which expresses at least two of the traits listed in claims 1 l t 15. 19, 24, 28* or 32. -Given the 

* breadth of the claims encompassing the corn plant 38A24 me Exaniiuier- states me specification " 
fails to provide an adequate written description of the multitude of corn plants, and/or parts 
encompassed by the claims] - * " ■ - . * * V" 

Applicant respectfully traverses this rejection AppUcanthas'amehded claims'! 1,15, 19, " 
- V ... 24 » 28 ^ 32 by^ng threshold, having 50% of the alleles, as well as an assayable /- 

/■..*•_ function, capable of expressing at least a combmation of two traits of 38A24. There is literal 

support for the amended claims found in the specification on page: 3 and beginning on page 33 of 
the instant specification. Further, Applicant has now deleted the areas of adaptability therefore— 
alleviating the rejection to the recitation of regions. Plant breeding techniques known in the art ; 
and used in the maize plant breeding program include, but are not limited to the following: ' 
recurrent selection backcrossing, pedigree breeding, restriction length polymorphism* exmanced 
selection, genetic marker enhanced selection and transformation. With the amendment's to the 
above-stated claims, Applicant has identified a transgenic 38A24 plant (claim 1 2), a 38 A24 plant 
.., ' farther comprising genes transferred by backcrossing (claim 14), or a maize plant^wherein at - 

Jeastone ancestor is maize variety 38A24 (claim 15) by defmirig a particular thre^ 
- _ variation and reciting a functional test to identify-such.plants: In addition, Applicant-has drafted s . 
1 - y *- " " _ uew claims 33-42 wmch Applicant believes tome withinjhe purview of the written.Sescription f * . 

' ~ - requirement and do jiot "add new matter. Under the written description requirement^ Applicant 
_ .t^"- should be-allowed;to claim 1 the progeny£of a.crosjof maize-plants-cros'sed wiuV38A24 with * 

. ^pr - ^phenorypic^c^acteristics since di^^ • 
biotechnological arts, dealing with DNA, are those such as: partial structure, physical and/or 
chemical properties, functional characteristics. Itnown or disclosed correlation between structure 
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adequately described if the'ciiscloWe 
;of relevanydentifying chaitacteristic^ *- ^ 

'in&e-artis reasonably^ 

- " having half of the genetic contribution of 38A24: A further limitation-set by-Applicantisthat the 
.-plants must be capable of expressing a combination of at least.two phenolic characteristics or 
•38A24. ; . -> _ * . - , . 

. Further, Applicant | asserts the specification * supplies an extensive -definition and 

description of 'transgene' arid transgenes of interest (See generally pages 33-38 and 38-45 for an 

. extensive list of potential transgenes.) Applicant also notes/a person having skill in the' art could , ': 

insert a DNA gene into a selected maize plant. Applicant has defined transgenes in the present 

application in the paragraph that spans pages 33-34 as follows: 

With the advent of molecular biological techniques that have allowed. the 
; . isolation and characterization of genes that* encode specific protein products, 
~ scientists in the field of plant biology developed a strong interest in engineering' 
„ - the genome of plants to contain and express foreign genes, or additional genes ; 
(perhaps driven by different promoters) in order to alter the traits of a plant in a 
specific manner. Stick foreign, additional and/or modified genes are referred to 
herein collectively as "transgenes" ' Over the last fifteen to twenty years several ^ \ 
\ - methods for producing transgenic plants have been developed, and the present 

- 'invention, in particular embodiments, also relates to transgenic versions of the 

- claimed hybrid 38 A24. .- ~ ' - 

(emphasis added) The present application clearly describes and : defines a transgene'to be a gene 
. - transferred into a plant wherein the.product of that gene is expressed. This expression will confer - 
a new or improved trait into that plant. However, this "gene is but a tiny fraction of the entire " 
genome. In other words, jthjs plant of claim 12 is distinguishable from me pri 
Is hybrid 38A24 without the! transgenes. Further, Jhe plant of'Claim 12 also'c^ntainlVtrait(s) that 
-is^either improved or additional to4he traits of the maize plant of claim' 2._ -The;38A24-transgene 
* plant still expresses the^unique combmatipn-of traits of 38A24jwithout me .transgenes with the* 
exception ofcthe traits expressed by me:transgenes. The trivial modifications'' introduced^blrthe ~ 
transgenes to the unique invention of 38A24 are clearly supported' and described in the present 
application. - 
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' ' |5 f if Fir^ ^caiU^spectfW for^fmfeness k whether, o^ ^j ^ ?j| 

^ \ -J^- ^..^^'^ ^cl^Vh^'re&d k light .of the-"* 

J* ? ^ ' ^^ation^ . . If the dims read in light of4&sped^ " \ < f ? 

? 1 - i ; * " -} a ^ se sco £ e of ^ e invention, § .1 12 demands no more, : . . : the' degree of precision V : " 

' - v ^necessary fbr v adequate clbims -is 'a fianction -of'the" nature of the- subject matter."' "- Miles " J : 
• . ' - Uboratones. Trie, v. ShanH^Tnr. - 007 V OA »7H (T^ >| r t nnj y ' - > . V . 

. - " ; ' In Kgfat of, the ari>ve remkks, Applicant .respectfully requests reconsideration ^ and - . 

- 3^ a ^ of ^rejecrioristoclauTis8-19a^^ ^ ' 

' ; - /Claims 1-32 stand ijejected under 35 U;S.C. § 112, first paragraph, as Containing subject - : ' \ 

matter which was not described in the speciflcation in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the \ " 

invention. ; - . - . 

Applicant respectfully traverses this rejection and reiterates with regard to the deposit of 
Hybrid 38 A24, Applicant wishes to note that: : * , v 1. £ . . 

.. ■ _ a ) during the pendency pf this application access to the invention 1 will be afforded to : 
the. Cornmissiioner upon request; "•* •■- 

- ■ , b) all restrictions upon availability to the public will be irrevocably removed upon : 
- . " granting of tfte patent; . „ k V 

c), the deposit will be maintained in a pubhc : de>ository for a-pericKi of thn^ • 
^ ^ or five years (after the last request for the. enforceable life of he patent, whichever ;- * 

- ■ islonger; ; - r ' _ / - - 

- r ' -" d ) a test of> thei viability of the biological "material at the time of deposit' will' be > 

_ v. . * - conducted (see 37 C.F.R. § 1.807);" and * z ' - * 

- 1 * m ' v * e). the deposit wlill-be*replaced if it should ever 1 become inviable,_.' v - . . 

' > \ V " ^Applicant respectfully; submits trat a. deposit, ,as" discussed sja^-T^ 
V* * \ ' Applicant'is herein sutamtlimg ameridments to claims l s 5, and: T and" to the specification on « ""^ ' * : : 
. -*,^» _ >pages'7and 46 to hjclude the proper ATCG accession numbersLAppI^ ^. 
A500 seeds ojy/ariety 38A24 have be^n deposited'with the-ATCG on May r 3, 2002? Jr/vicw of"^ r 
'• , these deposits^the rejections under 35 UVS.C. § 1 12, first paragraph should be removed (MPEP 

§2411.02), Such action is respectfully "requested. 
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• v ;\ *T <~ ' I - - ~^ - " " x - ^ - 

./.f " is&ues Underis U.'S.r. $ 102/10 3- ~ : v ^. - ; ^ > " ; ^ , V 

-\ - ' - . r - :: Claims 1-32 standl-rejected under. 35 *J.S.£ § 102(e) as -anticipated^ by -or,, in the ^ 
: : ■ altemitive, under 35 U.S-C: §""103(a) as obvious over Carlone, Jr?(U.S. Patent 6,180,857). -The * 

- Examiner states that Carline, Jr. discloses "a hybrid maize plant designated 33P66". .The " : 
' . Examiner further states thai 33P66 hybrid maize plant inherently'discloses such relative traits as 
(t yield potential" and **test weight". The Examiner concludes stating that the claimed invention is 
prima facie obvious as a whole to one of ordinary skill in the art at the timfe itwas made, if not 
anticipated by Carlone, Jr. ; - ' 

^Applicant respectfully traverses this rejection and requests reconsideration^ claims 1- 
V 32." The Applicant would like to point out that the inventions 38A24 and 33P66 are hot the same 
inventions. Nor are meir difeerences mmor morphological variations. AppUc^t submits 
claimed plant cannot be rendered obvious . as it possesses a unique combination of traits which 
confers ia unique ctnnbination of genetics. Moreover, Apphcant claims a method of making a 
- particular plant which did not previously exist. Pursuant to the recent Federal Circuit decision, 
: - " ' Elan Pharmacguttcals, Tnc. Sv. Mavo Foundation for Medical E d ucation & Research 3<U F : 

" 1221, (Fed. Cir. 2002), "a (novel patented product is'not "anticipated" if it did not previously' 

■ * ' _ exist." Id. This is the easel whether or not the process for making the new product is'generally 
- - known. I& The invention 38A24 has not previously existed as it is the result of the crossing the 
"two'maize inbred lines GESji 3340 and GE5014QQ.-. ^ . ^ 

. Furthermore, when Iboking at the tables of both mventions, hybrids created usingt38A24 
* <? -~ * one~ofthe parents are" clearly .^anticipated by, hybridFma^ ^ 

" parentsT The inventions 38 A24 and: 33R 66 difTer'for various - fraits that- are ^ "* ' ■ 

•r •* example, 38 A24 -has a-fe}4tive maturity based on me^ComparativV Relative Maturity* Rating " ~ t 
:\ri?" • System as reported ^ 

33P66 demonstrates a 113 relative maturity: Another example, as reported in Table 1; 38A24 ' 
has above average resistance to Gos.s's Wilt of 7 (page 17). As reported in Table 1. of the 
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- / - . Q*^ traits which differ between .the two inventions *inclu2e: anther "color (38A24 pink, - - ~- 

_ . : " . 33P66 j^/Anthocyanin^i^ente^d "brace roots" (38 A24. faint, 3 3P66 absent) and superior V " - * " ' 
. -* resistance to European Corn Borer, 2 nd - generation (38A24' superior resistance of %. 33P66 . r " - 
„ ■■ * susceptibility of 4). * ^ * ' ' " -v .*' 

* The aforementioned! examples all illustrate that there are.large differences between 38A2^ 
" - and 33P66. The examples listed-are not exhaustive but they do give ample evidence' that the 

inventions are not the sameL Furthermore, when looking at the tables of both inventions,. hybrids . * " 

* created using 38A24 as one of the parents are clearly not anticipated by- hybrids made using 
33P66 as one of the parentsi 

Applicant further submits that the claims do not simply recite" traits, but instead recites - 
■ , ■ ■ • . - - i» *•■ 

these specific traits only to! the extent that they are **38A24" traits; thereby being derived from 

the seed/gennplasm of 38AI24. Note, variety with respect to agricultural variety, can be' defined : 

as a group of similar plants that bv structural features and performa nce can be identified from 

. other varieties within the same species. When looking at maize plants it would be possible for 

one ordinarily skilled in thd ait to fihd many traits that are similar between -varieties' such as the - 

disease^ resistance or growth habit. Nonetheless, the claim also recites that the claimed plant - 

jtnust have 38A24 as an ancestor further indicating that these traits must- originate from* the 

38A24 plant noj 33P66. mjresponse to the Examiner's contention that o^ • : ' " 

- the claimed plant from the i&rior art which shows each of tfiese rmts," Apphcanf submits tlwt one " - 

can easily tell by. reference to the plants- breeding history; which can be confirmed, by -its' 

- ~ "molecular profile whether the plant did indeed have plant 38A24 'as an ancestor and expressed • 

- C two" or more .,"38^4" traits, , Furtiier7 any phenotypic trait that is expressed is aTresult-of a - : - 

..' ^< combination of all of 'the genetic material^present in the'^plant^^and 38A24 will have" its own - 

-> ^- uniquc'genetic background that will give rise toihe clairned"plant and this profile -along with Its,. ' 

combination with other plants will result^a unique combined genetic profile that is the product; ' 7 

• :i , wife -. . ^ , " ; ,a "' 



claimed. 
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^| , - ^ Furthen&e,|here H|no expecta^^cccfe|that the c^^^th^brid 33P66^|f f - y S 
U.., With some yet to bl identifielplant would yield* plant with two of the traits enumerated mthf \ ' ' 

V ^laimed invention and at legt 5p% bf-itf aUeles from 38A24 l^cause that;i>artic^ar pfant ' * ; : < ' . 

: -^gin ywth the. claimed s4ed-38A24t which- is Essential: Applicant asserts" that "if'is ndrdie - . - 

' " phenotypic .characteristics^^ that are^laiined and teuighr in the instant invention. *;it is" a 

combination of 'physiolbgiical^and-morpholo^ characteristics, as claimed, which make the ' - : „ : 
present Hybrid non-ob"vioiis and not anticipated over Carlonei Jr. Further": In re Thoq^ . .stat^g ' - 

- that "a product by process claim may be properly rejected over prior art teaching'the same 
: product produced by a dirTerent^process", as noted by the' Examiner. 227 U.S.P.Q. 964/966 " - * 
(Fed. Or. 1985). However), Applicant submits that this is not the same product'physioIqgicaUy 
or morphologically as the cited prior art as can be evidenced by one skilled in the art through * ' 
analysis of the data tables in each. "In addition, it is imperrnissible to use hindsight recons^c^^ / 
and the benefit of Applicants disclosure to pick among pieces which are present in the art, there " * : 
..- must be some suggestion to make the combination and an expectation of success. Inre Vaeck , - 
20 U.S.P,Q,2d 1434 (Fed. <Xir. 1991); Further, any" phenotypic trait that is expressed is the result 
of the genetic material present in the plant, and 38A24 will have its own unique genetic 
background that will give rise to the claimed plant and this profile along with its combination ' - 
with other plants will result in a unique combined genetic profile that is the product claimed. 
Thus, the present application deserves to be considered new and non-obvious compositions in - ' - " 1 
•their own right as products of crossing when 3 8A24 is used as a starting material. " - , - 

. . In light of the above, Applicant respectfully requests the Examiner reconsider and ' •■ 

-withdraw the rejection to claims 1-32 under 35 U.S.C. § 102(e) as anticipated by- or,"in the 
alternative, under 35 U.S.C.j § 103(a) as obvious ov^r Carlone, Jr. (U.S. Patent ,6,180,85^. *" . 

~ * *. „' I - ./ ^ . 

> - Issues Under 35 U.S.C. j llQ3 % - " . ' _ * .1- 'T- ^ 

*. ^ ^Claims 1-32 stand rejected under 35. U.S.C. § 103(a) as'being unpatentable over Carlone, """ - ' 
^(U-S- Patent 6,1 80,857).: The Exam.^ " .\ 

^sthat would haj/e been ^Wwajy^ ^ . ..v^ . ^ ^ 

Applicant respectfully traverses this rejection. When loolcing at a maize plant it woidd be . ' 

possible to find many traits that are similar between varieties Such as the color of flowers or 
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, ; MMff ^ However, tGt ^y tee «J jjnM^; if^henotype betvye^n two Varieties is 'not^f M)f. I 

? \||; tfi^same as skying -that fe'tTO-vari^ morphological -and i^sicaogic^; ^ 

A. .."V charactcris^as a wfeoie,ior^.pne js-m bbvio^'variairt of tte^raer. F^cr; siiularil^iS 

- r ; # phenotype-dges not mean tkatTthe two yarieties wiU perfofm siifilarly, j particuiarly in a breeding : - " * 
; . - V program. JVs stated above, j variety with respect tb agriculnjuta-varie§"may be defined as agtoup N - T . : . . 
^ \ ; of similar plants that by sMcturaT features ,and rerforrhance can be irfriWfilH ^; T w yMrtife: * • . * " 
•^within the same species. 0 j _* \ - . •■ - * .*" ■ ^ „ ~ x 

- * ^Applicant subinits tkat Hybrid 33P66does not exhibit toe-same^haractfi^ ; 
> / *- .'Applicant will illustrate how 38A24 and -33P66 are different/ It mu^ 

hybrids provided by this invention, are themselves unusual and unobvious results of a common 
process, in that they provide the urn\5ue combination of'^ - 
pages 16-32, specification).! Nonetheless, Hybrid 38A24 deserves to be considered as a new and 
non-obvious composition in its own right as does its tissue culture as products of the process ; , 
when 38 A24 is used as starting material. Applicant points out that 38 A24 is a unique plant 
hybrid which never before existed until Applicant filed the application and until its deposit of the : : 

same. While Carlone, Jr. dbes teach the general regeneration of maize plants from tissue culture 
. > tecriniques, it does not teack or suggest the use of the unique maize hybrid 38A24. As will be v 

demonstrated below, several morphological and physiological characteristics bf Hybrid 38 A24 -~ ■ 

are either different from or iot present in 33P66. *, - ■* - ' ? -j 

For example, Hybrid 38A24has above average i^istance to Goss*s Wilt while 33P66 has 
\ no teaching. - The varieties are also "different with respect to Relative Maturity;' Staygreen, anther 

. - . ' color, ear height and disease resistance. J^erences between the two varieties are su^ - : 

the table below: ; - - - ' " " - ~- ■ \ 
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-Anther Color"- -t ; * " pink ' - ; J r^j " . * 

- Ear Height (cm) * / - 93.0 " . » • - . 121,3 - -V 

. Disease Resistance . , Above Average Resistance No Teachiiig * 

- toGoss's Wilt(7) * 



This comparison clearly shows" that 33P66 does not exhibit the characteristics of hybrid 
38A24. Further, the preserit application clearly shows in Table"! at pages 16-18 and Tables 2-5 
at pages 19-32 that hybrid 38A24 exhibits more resistance to Stewart's Wilt, mbie resistance to 
Fusarium Ear and Kernel Rbt and the aforementioned characteristics. . - 

In light of the above, Applicant respectfully requests the Examiner reconsider and 
withdraw the rejection to claims 1-32 under 35 U.S.C § 103(a). 

~ Conclusion - - ; 

/ In 'conclusion, Applicant submits in light of the above amendments and* remarks/the 
claims as amended are in a condition for allowance, and reconsideration is respectfully requested. 

"No additional fees or extensions of time are believed to be due in connection with this 
amendment; however p consider this a request for any extension inadvertently omitted, and charge 
. any additional fees to Deposit Account No. 26-0084. " * " - - - - - " 

Attached hereto is a marked-up- version of the changes made to the specification and 
claims by the current'amenclmenL The 'attached page is captioned " Version 'with marking 
show chan ges made. " - ~ " r ' " : :~ - " - • " 
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|f Reconsid^iiWand allowance is respectfully requested i' • "i— #- ; >' ! 



r ••• ■ 



-pw/LA- 



Respectfully suHmii 




McKEE, VOORHEES & SEASE 
801 Grand Avenue, Suite 3200 
Des Moines, Iowa 50309-2721 
Phone No, (5 15) -28 8-3667 - 
Fax No. (515)288-1338 
CUSTOMER NO: 27142 

Attorneys of Record . * 
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AMENDMENT ^VERSION WITH MARKINGS 
^TO SHOW CHANGES MADE- 



' -/ % ; „ V In the Specific^tinti * - ' . , - ; , ' \ 

' Plea$e;replace the paragraph at page 7, following "SUMMARY OF THE INVENTION", ; 
-beginning at line 23 with thb.following: " - 

.. - According to the invention, there is provided a hybrid maize plant, designated' as 38A24, 
produced by crossing two I Pioneer Ptf-Bred International, Inc, proprietary inbred maize lines 
GE533340.and GE501400.I These lines, deposited with the American Type Culture Collection, 
(ATCC)> Manassas, Virginia 20110, have accession number f ' 1 PTA-42X7 deposited"^ 

; May 6~, 2QQ2. for GE533340 and accession number [ J PTA-12S2 deposited on February 3: 

20QQ. for GE501400. This invention thus relates to the hybrid seed'38A24, the hybrid plant 
produced from the seed, and variants, mutants and trivial modifications of hybrid 38A24. This 
invention also relates to methods for producing a maize plant containing in its genetic material 
one or more transgenes arid to the transgenic maize plants produced by that method:' This 
- invention' further relates to methods for producing maize lines derived from hybrid maize line 
38 A24 and to the maize linies derived by the use of those methods. - This hybrid maize^plant is 
characterized by very highjsilage yield for its maturity in combination with excellent feeding 
. " value and starch concentration. * . ' . * " - % : - 

• * s "** ■ " 

* Please replace the paragraph 1 beginning at page 33, line 32 with the following: 

With the advent of inolecular biological techniques that -have allowed the isolation and 
- characterization of genes that encode, specific protein products, scientists in the field; of plant 
biology developed a strong! interest in engineering the* genome oilplants to contain and express * 
foreign genes, or additional, or Fmodifed]^ modified . versions of "native- or^endogetfbus genes 
^ (perhaps driven by different! promoters) in order/to alter the traits of a plant in a'spccffic. manner. « 
Such foreign, additional land/or modified genes are referred to > herein collectively as 
"transgenes.". Over the last fifteen to twenty years several methods for producing transgenic 
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i invention, in particular embd'di 


jxtehts, also relates to 



, ^jransgeuic versions of the'claimed hybrid maize lihe*3 8^24. i' * r .* - .^"T-. - - 

Please replacethe paragi^hbegiimingatp^ . ! ' • 

• , " [A deposit of the seed of hybrid 38A24is and has been] Applicant hasmadft a H ?pf? ^'t 

least ^QQ' sqpdfl Of Hybrid Maize Line 38A24 with the AVnerican'Tvpe Cnlti^ C ftlV-*^ 
rATC CVManassas> Vtu 201 10 USA. ATCC Deposit No. PTA-4265." The seeds deputed uHt^ 
Hae.ATCC on May 3> 2002 were taken from the deposit maintained by' Pioneer Hi-Bred 
International, Inc., 800 Capital Square, 400 Locust Street, Des Moines, Iowa 50309-2340, since 
prior to the. filing date of this application. Access to this deposit- will be available during the 
pendency of the application to the Commissioner of Patents and Trademarks and person 
Determined by the CoiiimiSsioner to be entitled thereto upon request. Upon allowance of any 
~ claims in the application, the Applicant(s) will make the deposit availahle to the public pursuant 
*0 § 1,808 [without restriction a deposit of at least 2500' seeds of hybrid 38A24 with the 
American Type Culture Collection (ATCC), Manassas, Virginia -20 110: The seeds deposited 
with the ATCC will be taken from the same deposit maintained at Pioneer Hi-Bred and described 
above]. Additionally, Applicant(s)^wilijneet all the requirements of 37 C.F.R. §§ 1.801 .- 1.809, 
including providing an indication of the viability of the sample when*the deposit is ma3e. This 
deposit of Hybrid Maize Line 38A24 will be maintained without restriction in the ATCC 
Depository, which is a public depository, for a period of 30 "years, or"5 years after the most recent " 
request, or for the enforceable life of the patent, whichever is longer, and will be replaced .if it 
ever- becomes nonviable during that period. A pplicant has no authority to waive Any restrictions 
imposed bv law on the transfer of' biological material nr its transport a tion in comm^ 
Applicant does not waive anv infnhgemeht of its rights grant ed under this patent or-uhH^r th* 
Plant Variety Protection Act (7 USC 232ret sed.^ which m^v protecrHvh ri d MaiT^ Line m a?a . 

- - • " ' r - " - % " V " "V- > 

' ' -\ ' ^ -: ' In the Ciaiins . ^ " t _ - 



Please amend claims-1, 5 r 8,]l 1-12, 15-16, 19, 21, 24-25, 28-29 and : 32 as follows:-- - • • - ■ — J- < 



■2 
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*i ^ - - - ^ . I. (Amendeb!) ; . _ 

: ;> ^ybrid maize seeHjdesigtiflted 38>U4/represent^ ' j. ^ 

* been deposited under-ATCg: accession number r " " " - T - PTA-4265 . * * * ^ ^ S 

-~ - : v * . _ 57- (Amended)- * " - " — '* ^ " * 

- Ajissue culture of rfcgenerable cells. of a hybrid maize plant 3 8^24/ representative seed 01 v* 
of said nybnd maize plant 38A24 having been deposited "unto AT^ 

wherein the Hssue regenerates plants capable of expressmg^l the morphol^ 
and physiologicalxharacteristicsofsaid hybrid maize plant 38A24]. 

. . . " - * ; - 6. (Amended) _ " . " 

[A] Jhg tissue culture according to claim 5, the cells or protoplasts of said calls Havin g 
been 'isolated from a-tfeyoftj [being from a tissue] selected from the;grbup~ consisting of leaves, * ' 
poUen, emr^os, rCMJts, rootitips, anto 

7. (Amended) * " 

A maize plant, or itsjparts, regenerated from the tissue culture of Claim 5 arid capable of :; 
, expressing all the morphological andphysiological clmracteris^cs of hybrid maize ^ 
representative seed having been deposited under ATCC accession'humber F - 1 PTA^4265 . - 

- * V 8. (Amended) * \ ; - . - * 

The maize plant of claim, 2 wherein-said plant Tis male sterilel further comp rise «' *p£jfi\r t 1 
factof conferring male sterility . _ L . ■ '1 \ / 



I - . ^ * _ - -11- (Twice Amended) ' \ - ^ - ~ - Z - 

" * " " -1 A plant^orifsj parts, wherein.at least'one ancestor. of said maize plant" is" uie 'maize " 
\ "/ Jr : 'P 1&nt > oi :; its of -claim 21 y^hejein said mmze-plant has denvrtTat leajit 5t)% nf its alleles Tfrnm -J^ ■ - : 

, ^5^" ^ 3,8^24 "wl is capatle^of e^ssing- a-combfeation-of^ least two^ 38A24 .tefe whidi^are not ' r '-: ^ : ^ 
significantly different [from] than 38A24 [when determined at a 5% significanQe level- and when 
; , grown in the same environmental conditions],^ - 

• i • : .. " ■ , ' . 

} ~ ■■ '. % ,*■'■'' . ' : " ; 

^ ' r . ~ \ ,3 . . .. , 

^ ^ < ■ ' ■ ■ V- > % ; \ . " i ' 3 . - ■ . > V ' • '. < V - 
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/ ■ ^relativ^ maturity of ^imat^ 96 . based 'on Com^ati^^^ 
v ^^^^ of-gi^Veld^dry down, 'late Reason. flanr* health, yield , C 

. - Stewart^ WUt, resistance to Head smut, a^silage with superior ^readily available" energy "and V " . 

whole plant^ttgestabilityf, land, suited to. the Northwest Norffcentril, Northeast, Western, and-' ■ * •** ^ 
< ,DiylaiKls regions of me ^ ' . ' 

- . - 12. (Amended) 
[A] Ite hybrid majze plant according to claim 2, whereinthe genetic material of said r " 
plant contains one or more transgenes. - *• 



: 15 ;o (fwice Amended) - ~~ " 

A maize plant, or its| parts, wherein at least one ancestor of said maize plantis'the maize" 
plant, or its parts, of claim j 12, atesm said maize plant has derived at least 50% nf U^ll^ 
from 38A24 and is capable! of expressing a combination of at least two 2SA23 traits which are 
not significantly different [jxdm] than 38A24 [when determined at a 5% significance level and 
when grown in the same entironmental conditions], said Uaits selected from the group consisting 
of: a relative maturity of approximately 96 based on the Comparative Relative Maturity Rating 
System for harvest moisture of grain, yield, dry down, late season plant health, yield 
performance under seasonal drought, and high temperature stress, -early season growth," test 
^ weight, grain quality, resistance to Northern Leaf Blight, resistance toGoss's Wilt, "resistance to 
Stewart's Wilt, resistance tp head smut, .and silage with superior readily, available Energy and 
; whole plant digestability[, ^nd- suited to the Northwest, Noricentral,-Nor^^ 
'Dryknds regions-of the United States/Canada, ^and Western Europe]. r "'.•"•*.* - ^ 

** ' ' - * ' (Amended) _ "» ^ * ' " ^ 

- "[A] Ihfi'hybrid maiie plant according.to* claim 2, wherein the genetic material of said ^ 
plant contains one or more genes transferred by feackcrossing. ' jf 
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> - A maize plant,. or it^ parts, ^wherein at least one ancestor of aaid-maizs plant is the; maW 
< "plant, or its parts, o/clairni i6,»wfigrejn saicTmaize plarit has derived *rt least SiWfrof its alleles 
\from 38A24 and iff capable 1 of expressing a combination of at least-two 38A24 traits which-are 
r not significantly different "|!rrom] ' flian 38A24 [when determined; at a 5% tx sigmficance*fevel.and 

- * when grown in the same enj^ronmentai conditions], said traits selected from the group consisting 
. of: a relative maturity of approximately 96 based on the Comparative Relative Maturity Rating 

System for harvest moisture* of grain,, ^ yield,- dry down,, late season plant health, yield 
performance under seasonal .drought and. high temperature stress,- early season growth; test 
" weight, grain quality, resistance to Northern Leaf Blight, resistance to Goss's Wilt, resistance to 
Stewart's Wilt, resistance tjo head smut, and silage with superior readily available energy and 
whole plant digestability[, and suited to the Northwest, Northcentral, Northeast, Western; and 

- Drylands regions of the United States," Canada, and Western Europe], r [■ - 

. • 21. (Amended) - .- * 

The maize plant of cjaim 20 wherein said maize plant [is male' sterile] further comprises a 
genetic factor coriferring male sterility. < _> - : 

" - 1 ■-; " 24. (Twice Amended) . % - - 

A maize plant, or its parts, wherein at least, one ancestor of said maize plant is the maize 
.plant, or its parts, of claim |20 ; wfrerejn, said maize plant has derived' at least 50% of its alleles 
from 3RA24 mi ifl capable! of expressing "a combination of at least.two 38A7.4 traits which "are 
not significantly different [from] j£an 38A24 [when determined at a 5% significance level and 
" when ^own in the same environmental conditions], "said traits selected from the group consisting- 
* ~ , * - of: a relative maturity of ar^ximately~96 based on the Comparative Relative Maturity Rating - 
^ " System Tfor harvest moisture of .grain, yield,* dry down,*late season plant health," yield- 
performance under, seasonal drought and^highr temperature stress? 1 early "season-growth,- test 
^ ^weight, grain quality, resistance to Northern Leaf Blight, resistance to Goss's-Wilt; resistarice*t6 r '' 
•• Stewart's Wilt, resistance to head smut, and silage with superior readily 'available energy and 
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'-...jf * £*|ole plant digestabOity^iand suited Jo the NotthwestL-Northcentral, Northeast- Western,^ 1 - V ' ' 
V ; Drylands regions of the United Stales, Canad^anH Western ^ I " ^i^. ; 's 

'- - - - 1 - - ■ ■' 25. (Amended) -* - "> * " * * * 

*- - T J* • :\ [A]-Iie hybrid maize plant according to claim 20", wherem ^ ~ ^ *" 

plant contains one or more transgenes. - , - « ^* ■ ".- * ^ •• • V 

" 28* (Twice Amended) r. - . 

- / . A maize plant, or itsi parts, wherein at least one ancestor of said maize plant is the maize 

- ' P 1 ^" or its parts, of claim 25, wherein said maize'plant has derived at least *>0 Q / B of its allal^ \ ■ " * - - 

: from 38A24 and is capable bf expressing acombinatiori of at least two traits which are > 

- not significantly different [from] tJiaxf 38A24 [when determined at a 5% "significance level and ' . 

* ^ when grown in the same environmental cond^tioris], said traits selected from the 

- of: a relative maturity of approximately 96 based on me; Comparative RelanveMattirity Rar^ 

System for harvest moisture ^ofgrairir yield, dry dovm, late season plant health, yield " 

_ ' ■ performance under seasonali drought and high temperature stress, early season growth, test • — 

; weight, grain quality, resistance to Northern Leaf Blight, resistance to Goss*s Wilt, resistance to ^ 
Stewart's Wilt resistance to head smut and silage with superior readily availnhlp: ftnp-rg^ gn d " ■- 
... whole plant digestabilityf, and suited to die Northwest, Northcentral, Northeast, Western, and " - 

*• Drylands regions of the United States, Canada, and Western Europe], * ^ - 

.. - ' - : " . | ' - . * 29. (Amended) ~ r - / ' " * . . 

- ^ - [A] Ihg hybrid maize .plant according to claim 20, wherein trie genetic material of said : ' " • : 
* plant contains one or more genes-transferred By backcrossing. . ,r 



' . , \ ' \ 5- 32. (Twice Amended) 1- - - - 

A maize plantr or its (parts, whereirTa^ ^ ■ - 

plant, or its pjarts, of cliirn 29;^ereTn said maize plant has derived at least^G %"of iTsSleles ^ 
6om 3SA 24 an d is capable bf expressing a combination of at least two 18A24 traits which are 
not significantly different [from] liiari 38A24 [when determined at a 5% significance level and 



Received from < 5152881338 > at 1 1/13/02 5:29:31 PM [Eastern Standard Time] . 



! 

I 

r 




System for harvest moisture of grain, yield, dry clown, latefseason plant health?yield" 

- P^onn>nce u^^ V i 

^weight, gr^n;qWity,-resistknce to Northern fcftf Blight, resistance to diss's -Wiltrfciistocc to - 

- Stewart's WU^ distance ^to : 
whole plant digestabilityf, dnd suited to the Northwest, Northcentral, Northeast^ Western; and' 
Drylands regions of the United States, Canada, and Western Europe]: - 



Please add new claims 33-142 as follows: - . » 

./ " ' 33. (New) - - ' " " 

A method of making a hybrid maize plant designated 3 8 A24 comprising: 
• crossing an inbred maize plant GE533340, deposited as PTA-4287^with a second inbred maize" 

plant GE5014G0, deposited as PTA-1282; and ' 
developing from the cross alhybrid maize plant representative seed of which having been 
.deposited under ATCC Accession Number PTA-4265.- *. - " ■• 

i ' * » „ * '• 

34. (New) '■ . * 
A method of making an inbred maize plant comprising: 
obtaining the plant of claim ;t2 and - * . " 

applying double haploid mdthods to obtain a plant that is homozygous at essentially everylocus, 
- said,plant having reqeived all of its alleles from maize hybrid plant 3 8 A24; ' * : 



- i 



y " - f -35. (New) * " . ^ . 

Ametoodforproduo^ * 
J- ® 'growing the plant of claim 2, and otoaining self or $ibT>ollinated'seed therefromf arid ^ 
' 4 • (b) producing successive filial generations to obtain a 38A24 progeny maize plant. 
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- , • Jte-alWes fiom h>Wd mjria^bnt 3SA24. . N ..- „/■ "A • ",• *^ ^ J *" 

-.*'". - '-i " -37..(Ncw) :"' ' •. ; • ■ 

^ Am ^fo'*°dutmg^ ,.' ' 

plant ofclaim 2 wira a secohd maize plant; ' : , ' J' a 

(b) ■■^^fl* i a-^^^^ to ^ Fi>a ^ i > . 

Plants and obtaining self-pollinated seed from said F, gyration maize plan « s; a„d ,• 

. (c) repeating the! steps of growing and harvesting successive filial generations to - ' \ 
obtain a population of38A24 progeny maize plants:" :■" " 

• - . 38. (New) '• •' ' - ' 

The population of 38A24 progeny maize plants produced by the method of claim 37 said^ 
population, on average, deriving at least 50% ofitsalleles from 38A24. " 

. -39. (New) - • . :. - " 

produced by the method of claim 37, said-maize plant deriving af leasf50% of its alleles from - 

38A24, . . 



40. /New)""./ . - 

^generation maize i plant or toia successive fiU^ generation thereof. " - V-- " 

-** • - - * - . ■ - I ~ ~~ * * 

" ^ A - m ^ od >P^in g a rSde sterilJ m^ant^mprislng ttans^^W ^ 
f. plant of claim 2 with a genetic factor corfeMng mMe,sterility. ' ':' ■ 
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: 42. (New).. 



A. 



". jf. 11 
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